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Carry Onl! 


One of the common sense rules of our day is never 
to leave a job half finished. In all the varied ac- 
tivities around us, we hear and see the command, 
“Carry Onl” 


If you have a working law library containing stat- 
utes, digests and reports “Carry On—with Shepard's 
Citations.” 
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tory of the authorities you have located in your 
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as good in every respect as any law book can be 
built—so that when the command comes, “Carry 
On" we can do so with the feeling that we are 
giving the best. 


And we have so carefully organized this service 
that it is available at a surprisingly low cost to 
each subscriber. 
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Van ALEN v. ALUMINUM COMPANY OF AMERICA, ET AL. 
United States District Court, Southern District of New York 


August 1, 1940 


Unrarr CompPetirion—Svutrs—Lacues. 
The defense of laches is not based on lapse of time alone. 
Unratr CoMPETITION—Svurits—PLEADING AND PRACTICE. 

A motion to sustain the equitable defense of laches was denied on 
examination before trial, inasmuch as all questions of fact involved in 
the application of the doctrine of laches could be decided only on trial. 

It is no ground for denial of motion to file amended and supplemental 
complaint that defendants intend to set up study of limitations as de- 
fense to new cause of action. 

Unrairn CoMPeTIT1ION—Estopret. 

Where the opposition of defendants was not materially changed by 
anything plaintiff had done or failed to do, there was no estoppel. 

In equity. Action for unfair competition. On defendant's mo- 
tion for summary judgment sustaining the equitable defenses and 
on plaintiff's motion to file an amended and supplemental complaint. 


Defendant's motion denied; plaintiff's motion granted. 


Harry Price, of New York City, for plaintiff. 
Cooper, Kerr & Dunham, of New York City, for defendants. 


Crancy, D. J.: The complaint in this action alleges that the 
plaintiff made a drawing of a metal window sill which was later 
patented, the submission of that drawing to the defendant, Aluminum 
Company, and the subsequent manufacture of the article by Alumi- 
num Company and the sale of it by the defendant, Braun Company. 
The submission of the drawing occurred in 1928 and the sills manu- 
factured in accordance with it by defendant, Aluminum Company, 
were installed on buildings then erected by plaintiff’s direction in 
New York City. The following year, the plaintiff advised Aluminum 
Company that he was undertaking proceedings to obtain a patent of 
his device and he says one, Colby, an employee and officer of Alumi- 


Je 


num Company, visited him, to whom, in December, 1929, a copy of 


the application was mailed. In January, 1930, he besought de- 


fendant, Aluminum Company, to obtain contracts of the patented 


article and in March of that year he, by his attorney, notified in 
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writing the Aluminum Company that window sills sold and installed 
by it throughout the country and described in one of Aluminum’s cir 
culars were an infringement of both of the claims of his patent. The 
complaint alleges that upon receipt of this letter the Aluminum 
Company discontinued manufacture and sale of the metal sills and 
that for a period of five years next following, the plaintiff himself 
succeeded in selling his patented article; that a revival of building 
construction ensued in 1937 and that the defendants have been mak 
ing and selling sills which were incorporated in the new constructions 
and which infringed his patent. The complaint then claims that. 
as a result of the infringing activities and as a result of the breach 
of confidence by Aluminum Company in using his drawing and in 
formation obtained in his patent application, he has been seriously 
damaged. Wherefore, he asks money damages trebled. 

Both defendants generally deny the plaintiff's allegation and 
set up as separate defenses, among others, laches and estoppel. The 
answer alleges that the defendant answered the plaintiff’s letter of 
January, 1931, above referred to, by a showing of prior art and 
answered the March letter in June of that year with a flat statement 
by their attorneys that the plaintiff’s invention was invalid and a 
further statement that “‘our clients propose to continue manufactur 
ing window sills and window sill sections as before.” 

Now, on examinations before trial and depositions, defendants 
move for judgment sustaining the equitable defense. The authen 
ticity of the letters of both parties above set forth is not disputed. 
Inasmuch as we have determined to deny the motion for summary 
judgment, we are unwilling to reflect on the testimony of the parties 
and witnesses given in the depositions. The plaintiff claims ignor 
ance of the defendants’ continued manufacture. He, therefore, 
denies acquiescence. There is no inherent improbability in the tes 
timony of any witness and we cannot decide the issue of fact on de- 
positions. Whatever be the true nature of the claim intended to be 
set up by the complaint, which is not easy to determine, it obviously 


intends to allege an injury to an existing right. The defense of 


laches, if it be a defense here, is not constituted of lapse of time 
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alone. We think all the questions of fact involved in the application 
of the doctrine of laches in this case can be decided only upon a 
trial. So far as the defense of estoppel goes, we are unable to find 
on the evidence of witnesses taken by dépositions, that the de- 
fendants changed their positions in any respect. On the contrary, 
the letter of June, 1931 from Aluminum Company would seem to in- 
dicate that at that time they were proceeding with their manufacture 
regardless of the plaintiff's action or inaction. We cannot say on the 
evidence submitted to us that the position of either defendant has 
been materially changed by anything the plaintiff has done or 
failed to do. 

The plaintiff moves to file an amended and supplemental com- 
plaint, confining his claim to the six year period preceding institution 
of this action and adding a new cause of action which he describes 
as one for trespass on the case, language which will be found in the 
statute. The defendants object on the ground that they intend to 
set up the statute of limitations as a defense to the new cause of 
action. This is no reason why it should not be asserted. Possible 
limitations do not affect the validity of the plaintiff’s claim. They 
will not affect it at all unless asserted by defendant as an affirmative 
defense to what otherwise may be a perfectly good cause of action. 
Rule 8 tc). 

The motion, therefore, is granted but not to serve the amended 
complaint until the alleged first cause of action recited in that pro- 
posed complaint be purged of every argumentative and irrelevant 


allegation. We call the attention of plaintiff's counsel to Rule 8 (a). 
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Wirey v. Nationat BroapcastinGc CoMPANY 
United States District Court, Northern District of California 
. February 15, 1940 


Unrair Competition—Use or Srmiiar Lirerary Tirte—“Wipcar” as Book 
AND Morton Picrure CHARACTER. 

Where plaintiff created a negro character named “Wildcat,” around 
whom he wrote numerous magazine stories and motion pictures, deriving 
therefrom a substantial income, the adoption and use by defendant of 
the name “Wildcat” as applied to a negro character in a radio program 
held not unfair competition, inasmuch as the character featured in the 
production was of minor importance and the story in no way similar 
to plaintiff's literary productions. 


In equity. Action for unfair competition in the use of a literary 


title. On motion for injunction. Judgment for defendant. 


Courtney Moore and James Naylor, both of San Francisco, 
Calif., for plaintiff. 
Frederick Leuschner and Richard H. Graham, both of Los 


Angeles, Calif., for defendant. 


Sr. Sure, D. J.: Plaintiff, author and writer of fiction, seeks an 
injunction and damages against defendant, basing his suit upon the 
common law ground of “unfair competition.” Plaintiff claims that 
he created a humorous negro character named “Wildcat’’ around 
which he wrote numerous stories published in magazines and books, 
and which was also used in the making of six 2-reel motion pictures. 
The stories proved popular, a valuable source of income to their 
author, and he therefore claims a property right in the name “Wild- 
eat.” Plaintiff claims that defendant, with full knowledge of plain 
tiff’s rights, “unfairly and in bad faith” used the name ‘“‘Wildcat,” 
applying it to a negro character in one of its radio programs, “‘for the 
express purpose of capitalizing upon the good-will and value created 
in the word ‘Wildcat’... . by the plaintiff.” 

Counsel for plaintiff contends that the word “Wildcat” is fan- 
ciful and was exclusively appropriated as the name of a negro char- 
acter, and that this name as such is plaintiff's property. Counsel for 
defendant argues that “Wildcat” is merely a descriptive word which 


has no secondary meaning and may not be exclusively appropriated. 
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Upon the facts of the case, I think it is unnecessary to discuss 
this interesting point. The evidence shows that the defendant 
produces two types of radio programs, one known as a “commercial,” 
which is paid for by a sponsor, and the other as a “sustaining,” 
which is at the expense of defendant. Defendant produced a “sus- 
taining’ program entitled “Sons of the Lone Star,’ prepared by 
one of its script writers. The serial contained 184 episodes, in seven 
of which a minor negro character named “Wildcat” appeared. The 
serial, of doubtful literary merit, consists of a number of dialogues 
strung together with a semblance of continuity. The script writer 
testified that he prepared his copy only a week in advance of the 
broadcast; that he had known a pugilist and wrestler in Texas called 
“Wildcat,” having the figure of a wildcat tattoed upon his chest, and 
who clowned in the ring. It was common practice for negroes in the 
South to apply to themselves names of animals. The witness had 
written and produced a radio program in Texas in which one of the 
characters was a negro named “Wildcat.” Under the circumstances 
it seemed perfectly natural for him to interject into defendant's 
serial a similar character. Further, as showing that the use of the 
negro character named “Wildcat” in the defendant’s serial was minor 
and incidental, it appears that after seven espisodes the character 
was dropped. A week later plaintiff through his attorney, notified 
defendant to discontinue the use of the name “Wildcat” applied to a 
negro character. 

The suit is for “unfair competition,” the basis of which is fraud. 
Was there an intention upon the part of defendant to deceive the 
public? Was the public deceived by defendant’s acts?’ Was plain- 
tiff damaged in any way by the acts of defendant? Upon a consid- 
eration of the whole case, I think each question must be answered in 
the negative. The burden is upon plaintiff to prove his case by a 
preponderance of the evidence, and this he has failed to do. 

Plaintiff will take nothing by his suit, and defendant will have 
judgment for its costs. Counsel for defendant will submit findings 
of fact and conclusions of law in accordance with court Rule No. 42 


It is so ordered. 
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Ross, doing business as Reapina Hosiery Co. v. NEUVILLE, ET AL., 


doing business as PauLETTE SHOPPE, ET AL. 
United States District Court, Eastern District of New York 


September 3, 1940 


Trapve-Mark INFRINGEMENT—PanrTIES. 
One defendant held not to be a party to motion for preliminary in- 
junction, as he was not served with the motion papers. 
Trape-Marks AND Uwnram Competirion—‘Pauterre” oN Hosiery 
“PavuLetre Suopre’—Use or DIFFERENTIATING FEATURES. 
Notwithstanding that plaintiff used the word “Paulette” as a trade- 
mark on its hosiery sold at retail, the use by defendants in a retail 
business of the name “Paulette Shoppe” held not sufficient to warrant 
a preliminary injunction, inasmuch as defendants did not imitate 
plaintiff's trade-mark, either in type of letter, appearance, or otherwise. 
Trape-Mark INFRINGEMENT—PLEADING AND PRACTICE. 
In an action between citizens of the same state for infringement of 
a registered trade-mark for unfair competition a preliminary injunction 
was refused where the evidence did not sustain the charge. 


In equity. Action for trade-mark infringement and unfair com- 
petition. On motion for preliminary injunction. Motion denied. 


Abraham J. Multer, of New York City, for plaintiff, for the 
motion. 

Louis R. Bick, of Brooklyn, N. Y., for defendants, Neuville, 
Cohen and Worms, opposed. 


CampBE.LL, D. J.: The defendant Abner B. Neuville is not a 
party to this motion, not having been served with the motion papers. 
This is an action for the alleged infringement of a trade-mark 
“Paulette” registered by the plaintiff on May 7, 1940, and for un- 


fair competition. 


There is no diversity of citizenship, as plaintiff and defendants 


are all residents of the State of New York. 

Plaintiff, in his complaint, prays for an injunction, 

The defendants’ answers raise issues as to infringement and un- 
fair competition. 

In the moving papers herein it is alleged that, not knowing of 
any prior registration, plaintiff has been using the name “Paulette”’ 


for ladies hosiery, sold by him at wholesale since 1926. 
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That in 1938 plaintiff applied for registration of his mark and 
then learned of a prior registration in 1924, by one Seymour Butt, 
Inc., of the trade-mark “Paulette” on ladies hats. 

After his attempt to register the trade-mark “Paulette” in 1938, 
plaintiff acquired title to the trade-mark registered by Seymour 
Butt, Inc., in 1924, and on May 7, 1940 the United States Patent 
Office on the application of plaintiff, registered the Trade-Mark 
377,414 containing the word “Paulette” for hosiery, printed in the 
particular manner therein shown. 

The defendants, with the exception of Abner B. Neuville, who is 
the husband of the defendant Paula B. Neuville, and employed by 
Paulette Shoppe as a salesman, on January 19, 1935 filed in the office 
of the Clerk of the County of Kings, a certificate that they were 
conducting business under the name “Paulette Shoppe.” 

Since that time, said defendants, have conducted a retail business 
under that name, and at the time of the hearing of this motion were 
conducting business under that name, at two places to wit: 706 
Flatbush Avenue and 43 Lincoln Road, both in the Borough of 
Brooklyn, City of New York, and within the Eastern District of 
New York. 

The word “Paulette” is a French adaptation of the given name 
of the defendant Paula B. Neuville. 

Neither on the photographs, in evidence, of the defendant's two 
stores, nor on the stockings handled by defendants, which are in 
evidence, does it appear to me that there is any attempt to simulate 
the type in which the word “Paulette” appears in plaintiff's regis- 
tered trade-mark, and in addition, both on the signs on the stores, 
and in the marking on the stockings, in evidence, the word “Paulette” 
is used in conjunction with the word Shoppe. 

It also appears that the defendants do not pack the stockings 
sold by them under the mark “Paulette Shoppe” in boxes which in 
any way simulate the boxes in which the plaintiff packs the stockings 
sold by him under the mark “Paulette,” nor do defendants simulate 


the bands used by plaintiff in packing the stockings. 








Or 
Ne) 
bo 


THIRTIETH TRADE-MARK REPORTER 


The defendants are engaged only in the retail and not in the 
wholesale business. 


This action is brought under Section 99 and not under Section 
96 of Title 15, U. S. Code. 

On the evidence offered on this motion, I am not convinced that 
any one would be deceived into believing that the shoppes or stock- 
ings in question were those of the plaintiff, or that the plaintiff can 
succeed in showing a right to recover under the act, or for unfair 
competition. 

Plaintiff and defendants should be afforded an opportunity to 
present whatever evidence they may be able to produce on the trial, 
as there are two causes of action, and even if plaintiff may not be 
able to sustain its cause of action for infringement, it may be able to 
sustain its cause of action for unfair competition of which this court 
would have jurisdiction. Hurn v. Oursler, 289 U.S. 238 [23 T.-M. 
Rep. 267]; L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 [24 
T.-M. Rep. 347}. 

A preliminary injunction should not be granted, if there is sub- 
stantial doubt as to plaintiff’s right thereon. Guerlain Perfumery 
Corporation of Delaware v. Klein, 56 F. (2d) 439 [22 T.-M. Rep. 
175]; Canadian Club Corporation v. Canada Dry Ginger Ale, 46 
F. (2d) 964 [22 T.-M. Rep. 7]. H. Mueller Mfg. C. v. A. Y. 
McDonaly § Morrison Mfg. Co., 1382 Fed. 585; Popular Mechanics 
Co. v. Fawcett Publications, Inc., 1 Fed. Supp. 292 [25 T.-M. Rep. 
579]. 

Defendants have been engaged in business under the name 
“Paulette Shoppe” since 1935, without any action having been taken 
to stop them, by plaintiff's predecessor, and the plaintiff, even if it 
can succeed, will not suffer irreparable damage, in waiting for a 
trial until the October term, especially in view of the fact that said 
defendants have been in business since 1932, and there is no show- 
ing that they are not financially able to respond to any recovery that 
could be had against them. 

Motion denied. 


: 
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HEMINGWAY, ET AL. V. Fitm ALLIANCE OF THE UNITED States, INc., 


ET AL. 
New York Supreme Court, New York County, Special Term 
July 3, 1940 


Unrair Competirion—LireraAry Tirtes—“Tne Firru Cotumn” as Morion 
Picrure Trrte—Seconpary MEANING. 
After plaintiff had written and popularized a play under the name 
“The Fifth Column,” the use by defendant of the name “Fifth Column 
Squad,” as the title of their motion picture held calculated to create 
confusion in the public mind and to injure the property rights of the 
plaintiff, and was enjoined. 


In equity. Action for unfair competition. Judgment for plain- 
tiff. 

M. J. Speiser, New York City, for plaintiffs. 

M. L. Maier, of New York City, for defendants. 


BENVENGA, J.: The plaintiffs, the writers and producers of a 
play entitled “The Fifth Column,” seek to enjoin the exhibition of 
a motion picture made and released in England as “Spies of the Air,” 
and now sought to be shown under the title “Fifth Column Squad.” 

The plaintiffs allege that the title “The Fifth Column” has never 
been used in any other play or photoplay; that, in the field of enter- 
tainment, that title has come to mean their play, and that they have 
acquired a property right in the use of it; that the defendants are 
attempting to capitalize on the reputation and good-will of their 
play by using the words “Fifth Column Squad” as the title of their 
motion picture; that the use of such title is likely to confuse and 
mislead the public and that its use constitutes unfair competition 
and should be enjoined. 

The plaintiffs’ play, “The Fifth Column,” was written by Ernest 
Hemingway, prepared for the stage by Benjamin F. Glazer and 
produced by the Theatre Guild, Inc. It played in New York City 
from March 5 to May 18, 1940, after having opened elsewhere. 
The play enjoyed some measure of success. It is intended to resume 


the play in New York City after the summer and to present it in 
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other cities throughout the United States. Moreover, negotiations 
are pending for the sale of the play to producers of motion pictures. 

The controlling question is whether, under the circumstances, 
the use by the defendants of the words “Fifth Column” as a part 
of the title of their motion picture is fair or unfair. (Fisher v. Star 
Co., 231 N. Y. 414, 427) [8 T.-M. Rep. 269]. 

It is true, as counsel asserts, that the expression “Fifth Column” 
is a descriptive phrase in current popular use. Ordinarily, it is not 
subject to pre-emption by any one. But it is equally true that, where 
a play has attained such popularity that its title has acquired a sec- 
ondary meaning, one associated with or suggestive of the play, a 
rival producer will not be permitted to use or simulate the title, or 
any part of it, in such manner as to deceive or mislead the theatre- 
going public into believing that the later production is a motion- 
picture version of the earlier play. (Warner Bros. Pictures, Inc. v. 
Majestic Picture Corp., 70 F. [2d] 310 [24 T.-M. Rep. 263]; Pat- 
ten v. Superior Talking Pictures, Inc., 8 F. Supp. 196, 197; Under 
hill v. Schenck, 288 N. Y. 7, 20, 21) [12 T.-M. Rep. 209]. “It is 
not essential to prove actual confusion, deception or bad faith as a 
basis for injunctive relief to prevent the use of a name which is 
likely to lead to confusion.” (New York World’s Fair 1939, Inc. v. 
World’s Fair News, Inc., 168 Misc. 661, 665; affd., 256 App. Div. 
373 [28 T.-M. Rep. 27]). The likelihood of deception is enough. 
(T. A. Vulcan v. Myers, 189 N. Y. 864, 367; Philadelphia Storage 
Battery Co. v. Mindlin, 163 Misc. 52, 55.) Indeed, this principle 
is not disputed. 

It is argued that the plaintiffs’ production was not a success or, at 
least, such an achievement that its title has acquired a secondary 
meaning and thus suggestive of the play itself. This may be the 
fact. Even so, to paraphrase the opinion in Skelly Oil Co. v. 
Powerine Co. (86 F. [2d] 752, 754), quoted with approval in 
Philadelphia Storage Battery Co. v. Mindlin, supra, a vast field of 
words and phrases is open to a producer who wishes to seek a title 
to distinguish his play or photoplay from that of another. Con- 


sequently, whatever doubts there may be on that score should be 
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resolved in favor of the producer who has already spent time, money 
and effort to give the title to his production a secondary meaning 
ind against the newcomer who, even unintentionally, uses or simu- 


lates the title in such a manner as to confuse or mislead the public. 


Moreover, the use by the defendants of the proposed title is cal- 


culated not only to create confusion in the public mind, but also to 


injure the property and property rights of the plaintiffs. It will 
affect not only the moving picture rights in their play, but the further 
presentation of the play itself. 


The motion for temporary injunction is granted. Settle order. 


ALBANY Packine Company, Inc. v. THe Registrar or TRADE- 


Marks* 
Exchequer Court of Canada 
August 1, 1940 


TrapeE-MarKs—ReEGistraAtTioN Unoper S. 26 (1)c. Unratr Compertirion Act 
or CANADA—“TENDERIZED” ON Hams—Descriprive TERM. 
The word “Tenderized,” used as a trade-mark on hams, held descrip- 
tive and therefore unregistrable under the statute. 


* Note——Due to its unusual importance to trade-mark owners, we are 
printing herewith complete text of the above decision of the Canadian 
Exchequer Court. The holding by the court that trade-marks registered 
under our Act of 1920 do not meet the conditions required by the Hague 
Convention is of vital importance to many registrants under that Act who 
may desire to protect their marks in Canada. Moreover, as no appeal has 
been taken, the decision must be regarded as final. 

In a letter quoted by our Toronto correspondents, Mr. W. L. Scott, 


K.C., counsel for the Registrar of Trade-Marks in the case, comments as 
follows: 


“Mr. Ryan, the Registrar of Trade-Marks, looks on this as the most 
important decision that has been rendered in very many years, since it 
enables him to refuse all applications for the registration of trade- 
marks based on registration in the United States under the Act of 1920.” 


Our correspondents suggest that, had the American applicants sought 
to convince the Registrar that their mark had, in fact, become distinctive 
of their goods and then applied for registration under the provisions of 
Section 33 of the Unfair Competition Act, they would undoubtedly have 
been successful.—Ep. 
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Trave-MarKks—REGistRaBILIry—“TENDERIZED’—StTatus IN CANADA OF Marks 
ReGisterRED UNver tHE Act or 1920. 

On an application to register the word “Tenderized” as a trade 
mark for ham cured by special process, held that applicant’s registration 
of the said word in the United States under the Act of 1920 did not 
entitle it to register in Canada under S. 28 (1) b. of the Unfair Com 
petition Act, inasmuch as said registration was not a registration in th 
“county of origin,’ as defined in the Union for the Protection of Indus 
trial Property (Convention of the Hague, 1925), to which both Canada 
and the United States are signatories. Moreover, the said Convention 
provides that registration may be refused of “marks which have no 
distinctive character or which consist exclusively of signs or indications 
which serve in trade to designate the kind, quality, distinction, value, 
place and origin of the goods or date of production.” 


On appeal to the court from the refusal of the Registrar of trade 
marks to register the word “Tenderized” for hams, pork shoulders 
and picnics. Affirmed. 

O. M. Biggar, K. C., for appellant. 

W.L. Scott, K. C., for respondent. 


MacLean, J.: This is an appeal, heard on affidavits, from the re 
fusal of the Registrar of Trade-Marks to register the word mark 


“Tenderized,’ to be applied to “hams, pork shoulders, and picnics,” 


on the application of Albany Packing Company, Inc., a corporation 
organized under the laws of the State of New York, U. S. A., and 
having its principal place of business at West Albany, in the said 
State of New York. The case involves some important questions, 
and is, I think, a novel one in this jurisdiction, and is not without 
its difficulties. Had I been made acquainted earlier with the nature 
of the questions presented by this appeal it is probable I should 
have required that public notice by advertisement be given of the 
hearing of the appeal, under s. 51 (3) of the Unfair Competition Act. 

In February, 1938, an application was made by Dumarts Ld.., 
of Kitchener, Ontario, to register as a word mark the word “Ten 
derized,’ which word, the application states “(Indicates a special 
process).” In a letter accompanying the application the applicant 
stated that: “This word denotes a special process which we are com- 
mencing to use in connection with our meats, and therefore wish to 
have this word registered,’ and in a letter to the Registrar, in May, 


1938, the applicant stated: “You may be interested to know that this 
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word was registered in the United States and we might state that 
the word denotes a special process of producing this Ham.” In a 
still later letter to the Registrar the applicant stated: “We still, how- 
ever, contend that the word “Ienderized’ denotes a special process 
of making this Ham tender.” The application states that the ap- 
plicant had used the mark since February 15, 1938, in Canada, on 
wares ordinarily and commercially described by it as “Meats & 
Sausage—F resh—Smoked—or Canned,” to indicate that such wares 
were sold by it. 

In November, 1939, the application of Dumarts Ld. was form- 
ally and finally refused registration by the Registrar on the ground 
that the proposed mark was considered descriptive or misdescriptive 
of the character or quality of the wares with which it was used and 
was therefore not registrable under the provisions of s. 28 (1) (c) 
of the Unfair Competition Act. In December, 1939, Dumarts Ld. 
wrote the Registrar, saying: ““We have now completed arrangements 
whereby we propose to have the Albany Packing Company of 
Albany, N. Y., register this trade-mark in Canada and transfer 
same to us.” 

Prior to the dates just above mentioned, in March, 1939, objec- 
tion was made in writing to the Registrar by the Solicitor of Canada 
Packers Ld., and J. M. Schneider Ld., two Canadian corporations, 
against the registration of the mark “Tenderized” by Dumarts Ld., 
on the ground that it was “distinctly descriptive of a quality of the 
goods,’ and that it was “being quite commonly used by most. of the 
Packing House Trade.’ It was pointed out therein that the term 
“Tenderized” had been used by Canada Packers Ld., and by J. M. 
Schneider Ld., for some months, and that the same word-mark was 
“being used in the United States and goods so marked are being 
sold in Canada by The Tobin Packing Company, Inc., of Fort Dodge, 
Iowa.” This protest was accompanied by samples of printed matter 
used and circulated in some way by Canada Packers Ld., and The 
Tobin Packing Company, referable to their meat products, but just 
how this printed matter was used, or when such use was commenced, 


was not made clear. In the printed matter used and circulated by 











598 THIRTIETH TRADE-MARK REPORTER 


The Tobin Packing Company the following excerpts therefrom may 
be mentioned: “Genuine Tenderized Ham,” and ‘“Tenderized 
Canned Ham.” In the printed matter used and circulated by Canada 
Packers Ld. the following words extracted therefrom may be men 
tioned: “Canada Packers” are producers of the ““New Maple Leaf 
Tendersweet Ham,” and, “An improved process so tenderizes the 
Ham that it cooks in much less time than formerly. And when 
cooked the delicate flavor is delicious and the meat so tender you can 
cut it with a fork.” 

In May, 1939, the Albany Packing Company, Inc., applied for 
the registration of the word mark “Tenderized,” in Canada. The 
application states that the applicant had used the said mark prin- 
cipally in the United States, on such wares as “hams, pork shoulders, 
and picnics,’ but the applicant was commercially concerned with 
meat products generally. The application further stated that the 
applicant had caused the said mark to be registered in the United 
States in September, 1937, a certificate of which registration ac- 
companied the application; that the applicant had a real and sub 
stantial commercial establishment in the town of Colonie, in the State 
of New York; and that the applicant considered it was entitled to 
adopt and use the said mark in Canada, having regard to the provi- 
sions of the Unfair Competition Act, no doubt having particular 
reference to s. 28 (1) (d) of that Act. 

The Registrar decided that the word mark ‘“‘Tenderized” was 
descriptive or misdescriptive of the character or quality of the prod- 
ucts with which it was used, and accordingly the application of 
Albany Packing Company, Inc. (hereafter called “the appellant’) 
was rejected, and this appeal is from that decision. Subsequent to 
the Registrar’s refusal of the appellant’s application, and before this 
appeal had actually been asserted, the appellant filed with the Regis- 
trar the affidavit of Wilson C. Codling and this affidavit was referred 
to by Mr. Biggar on the hearing of the appeal. That affidavit reads 
as follows: 


1. That I am Vice-President and General Manager of the Albany 
Packing Company, Inc., the applicant for registration of the trade-mark 
“Tenderized” filed in the Canadian Trade-Mark Office on May 9, 1939, under 
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Serial No. 175,632. The word “Tenderized” has been used by the applicant 
company as a trade-mark for specially processed hams since about May 14, 
1934, its use having been coupled with widespread advertising which has 
circulated in both Canada and the United States. 

2. In all the markets in which the applicant company’s product is sold 
the trade and the purchasing public recognize the word “Tenderized” as 
indicating the fact that the meat products originate with the applicant com- 
pany, and that the word is not used merely as a term descriptive of the 
quality of the product. 

3. The fact that the word “Tenderized” is distinctive of the products of 
the applicant company has been generally recognized by the trade. 

The facts referred to in this affidavit, it will be observed, are 
stated in very general terms, and no further material was placed 
before the Registrar, or before the court on the hearing of the 
appeal, in support of the several allegations set forth in the affidavit 
of Mr. Codling, of the appellant company. 

It will be convenient now to refer to an affidavit introduced by 
Mr. Scott, on the hearing of the appeal, and particularly because it 
is directed to the ineligibility of the word “Tenderized” as a trade- 
mark, on the ground that it is descriptive of the character or quality 
of the goods to which it was to be applied. The affidavit to which 
I refer is that of Frederick B. Schneider, a member of the firm of 
J. M. Schneider Ld., of Kitchener, Ontario, which concern is engaged 
in the meat packing business. This affidavit was sworn to on March 
7,1940. It will be more satisfactory if I quote the relevant portions 
of that affidavit than if I attempted to summarize its substance. The 
affidavit states: 

That I am aware that a Process for tenderizing meat has been developed 
and has been in use by various packers for a period of between two and 
three years; 

That the word “Tenderized” was commonly used in the United States in 
connection with hams treated by this Process; 

That the Process of tenderizing hams has been developed in Canada over 
a period of two years or more; that the word “Tenderized” is commonly 
used by a number of the Canadian Firms in the Packing House business 
using such Process; 

That the firm of J. M. Schneider Limited has been stamping hams with 
the word “Tenderized” thereon for a period of fifteen months or better; 

That specifically to my knowledge Canada Packers Limited use the word 
“Tenderized” in their advertising and have been doing so for a considerable 
period; 

That the suffix “ize” is commonly used in the formation of verbs from 


nouns or adjectives and meaning to be or do the thing denoted by the 
noun or adjective, such for instance as to dextrinize, pauperize, sensitize, 
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parkerize, botanize, jeopardize, tenderize, etc., etc., as is found in the Cen- 
tury Dictionary and Encyclopedia, Volume 5, page 3206, published 1911, 
and that the word is, in accordance with my knowledge and understanding, 
essentially descriptive of the character of the meat to which the term is 
applied. 


It will appear from this affidavit that J. M. Schneider Ld. com- 
menced the use of the word “Tenderized,” by stamping the same on 
its hams, prior to the date of the appellant’s application for registra- 
tion in Canada. It is also to be observed that the affidavit states 
that a process for tenderizing meat has been in use by various pack- 
ers for a period between two and three years, and the affiant would 
seem to state that a process of tenderizing hams has been used in 
Canada over a period of two years or more. 

This would seem an appropriate stage at which to express my 
opinion as to whether the word “Tenderized” is descriptive of the 
character or quality of the goods with which it is to be associated, in 
event it would be unregistrable under s. 26 (1) (c) of the Unfair 
Competition Act. I did not understand Mr. Biggar to contend 
definitely that this word was not descriptive of the goods with which 
it was to be associated. Mr. Codling, in his affidavit, states that the 
word in question “is not used merely as a term descriptive of the 
quality of the product,” but he does state definitely that it was ‘“‘dis- 
tinctive” of the products of the appellant company and that this 
distinctiveness was recognized by the trade. It seems to me that the 
real purpose of the affidavit of Mr. Codling was to establish that the 
word ‘““Tenderized,” while descriptive of the character or quality of 
the product with which it was associated, was nevertheless regis- 
trable under s. 28 (1) (d) of the act, because that word, used as 
a trade-mark, had already acquired a distinctive character, a sec- 
ondary meaning, which indicated to dealers in or users of such prod- 
ucts that the same were manufactured and sold by the appellant. 
It appears to me to be hardly debatable but that the word-mark 
“Tenderized” is descriptive of the character or quality of the prod- 
ucts to which it is to be applied, and was so intended. It can only 
mean that the meat products with which this mark is to be associated 
have been “Tenderized” by some process, or in some manner, that is, 
the meat products were made tender in some way, and the mark 


4 
| 
































ALBANY PACKING CO. V. REGISTRAR OF TRADE-MARKS 601 


‘“Tenderized” was used to indicate the presence of such quality or 
character in such products. I have already pointed out that Dumarts 
L.d., in its application, and in its correspondence with the Registrar, 
explained that the word “Tenderized” denoted “a special process of 
producing this Ham,” and, that it “denotes a special process of 
making this ham tender.” And Mr. Codling in his affidavit stated 
that the word “Tenderized” was “used as a trade-mark for specially 
processed hams,” and that, I think, was intended merely to signify 
that such hams were “‘tender’’; the consumer would have no knowl- 
edge of the employment of the process. Can there be any doubt but 
that was the purpose of using such a mark, or that the consuming 
public would give to such a mark the meaning that the appellant’s 
meat products possessed the quality of tenderness? I think not. 
The word “‘tender” has a well-known meaning when applied to meats 
and in that connection is a word of common usage. It is immaterial 
in what grammatical sense the word ““Tenderized” is used. I think 
that word is here used adjectively, so as to convey the idea, for 
example, of a “Tenderized Ham,” just as the word “Sweet” might 
be used before the word “Ham” to indicate a “Sweet Ham,” if such 
a thing there be. I can hardly believe that the mark was not intended 
to be descriptive of the character or quality of the meats “especially 
processed”; and that will perhaps more clearly appear when I ex- 
plain the nature of the trade-mark statute under which the mark was 
registered in the United States. The mark in question being, in my 
opinion, descriptive of the character or quality of the products with 
which it is proposed to be used, it is therefore unregistrable, unless 
upon other grounds, by way of an exception to s. 26 (1) (c) of the 
Act, it may be registered, but that is another question and will 
presently be considered. A word which is descriptive of the char- 
acter or quality of the goods with which it is associated is not one 
adapted to distinguish the goods of one trader from goods of the 
same class of other traders. No monopoly can be allowed in names 
clearly descriptive of the character or quality of the goods. If that 
were so it would give the first user a monopoly in the term. I think 


therefore the Registrar was right in refusing to register the mark 
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upon the grounds already mentioned, and his decision must stand 
unless the appellant can bring itself within s. 28 (1) (d) of the Act. 
which Mr. Biggar contends his client has done. 

The real foundation of the appellant’s claim to registration ot 
the mark in question, as presented on the appeal, is (1) that prior to 
the Canadian application the mark had been registered in the United 
States, the “country of origin’ of such registration it is claimed; 
(2) that having regard to all the circumstances. including the length 
of time the mark had been used, the mark had acquired a distinctive 
character, or was not wholly without distinctive character; and (3 
that even if the mark were unregistrable under the Unfair Competi 
tion Act because it was descriptive of the goods with which it was to 
be used, or were unregistrable upon other grounds, vet, notwithstand 
ing this, it was registrable upon the facts mentioned in (1) and (2 
above, as provided by s. 28 (1) (d) of the Act. 

Section 28 (1) (d) and (2) of the Act reads as follows: 


(1) Notwithstanding anything hereinbefore contained: 

(d) A word or group of words, which the applicant or his predecessor 
in title, without being guilty of any act of unfair competition, has already 
caused to be duly and validly registered as a trade-mark in the country 
of origin of such registration, shall, although otherwise unregistrable by 
reason of its or their form, sound or meaning, be registrable under this 
Act provided (i) that its use as a trade-mark is not prohibited by this Act; 
(ii) that it is not calculated to deceive nor otherwise contrary to some law 
or regulation directly concerned with the maintenance of public order; 
(iii) that is not in conflict with any mark already registered for similar 
wares; (iv) that having regard to all the circumstances, including the length 
of time its use has continued, it cannot be said to be wholly without dis- 
tinctive character; (v) that it does not include the personal or trade-name 
of any person domiciled or carrying on business in Canada. 

(2) For the purpose of this section, the expression “country of origin” 
means the country of the Union other than Canada in which the applicant 
for such registration had at the date of the application a real and sub- 
stantial industrial or commercial establishment, or if he had no real and 
substantial commercial or industrial establishment in any country of the 
Union means the country of the Union in which he was then domiciled, or if 
at the said date he neither had a real and substantial commercial or in- 
dustrial establishment in any country of the Union nor was domiciled in 
any such country, means the country, if any, of the Union of which he was 
then a national. 


It will be seen therefore, that a prerequisite to registration in 
Canada, under s. 28 (1) (d) of the Unfair Competition Act, is that 
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the appellant has already caused its trade-mark to be validly regis- 
tered in the “country of origin of such registration.’’ Sub-s. (2) 
of s. 28 defines, for the purpose of that section, the expression “coun- 
try of origin’ to mean any country of the Union other than Canada, 
and “Country of the Union’ is defined by s. 2 (b) of the Act to 
mean any country which has acceded to the Union for the Protection 
of Industrial Property under the Convention defined in s. 2 (a) of 
the Act, now known as the Convention of The Hague (1925), to 
which Convention both Canada and the United States are signatories. 
Mr. Biggar contended that the appellant’s registration in the United 
States was a registration in the “country of origin,’ as contemplated 
by s. 28 (1) (d), while Mr. Scott argued that this registration was 
not one made in the “country of origin,” within the true meaning of 
that statute, and that point of controversy may be considered first. 

Turning now to the words “country of origin” as used in s. 28 
(1) (d) and (2) of the Act, and their relevance, if any, to the appel- 
lant’s application to register its mark in Canada. There can be no 
doubt but that those words have reference to a country, other than 
Canada, which has acceded to the Convention of The Hague, and in 
which a person has registered a trade-mark, which he now seeks to 
register in Canada, under s. 28 (1) (d) and (2) of the Act. The 
contracting countries under the Convention constituted themselves 
into a Union for the protection of industrial property, which prop- 
erty comprises trade-marks. ‘The fundamental principle of the 
Union is that of national treatment, that is to say, in each of the 
member countries the nationals of the others, as also all persons 
domiciled or possessing industrial or commercial establishments in 
the Union, enjoy the same advantages, rights, remedies, and pro- 
tection that are now granted or will be granted in the future to na- 
tionals of that country. For the protection of trade-marks the fol- 
lowing specific rights, interalia, are granted by the Convention: 
(1) a right of priority of six months for registration in other coun- 
tries after filing an application for a trade-mark in the country of 
origin; and (2) validation of trade-marks in their original form in the 


member countries after their registration in the country of origin, 
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subject to certain defined exceptions. Article 6 of the Convention 
provides that every trade-mark duly registered in the country of 
origin shall be admitted for deposit and protected in its original 
form in the other countries of the Union, but nevertheless registra- 
tion may be refused or cancelled of “marks which have no distinctive 
character, or which consist exclusively of signs or indications which 
serve in trade to designate the kind, quality, destination, value, 
place of origin of the goods or date of production ... .” and the 
Article also provides that “in arriving at a decision as to the distinc- 
tive character of a mark, all the circumstances of the case must be 
taken into account, including the length of time during which the 
mark has been in use.” The Article also provides that the ‘country 
of origin’ shall be considered to be the country of the Union where 
the depositor has a real and effective industrial or commercial estab- 
lishment, and if he has no such establishment then the country where 
he is domiciled, and if he is not domiciled in the Union, the country of 
his nationality if he is a person within the jurisdiction of one of the 
countries of the Union. 

It will be apparent that one of the purposes of s. 28 (1) (d) 
and (2) of the Unfair Competition Act was to give legislative effect 
to Article 6 of the Convention of The Hague, and not any provision 
of any other Convention. The right of priority for the registration 
in Canada of trade-marks registered in the “country of origin,” as 
provided for by the Convention, was given operative effect in Canada 
by s. 40 (1) (a) of the same Act. The appellant’s Canadian applica- 
tion would appear to suggest that it was claiming registration in 
Canada, because it had already registered the mark in question in the 
United States, which is in point of fact a country of the Union, and 
because it had in the United States a substantial commercial or in- 
dustrial establishment. Such a contention was advanced but it was 
contested by Mr. Scott who urged that the appellant’s United 
States mark was not one entitled to registration or protection under 
s. 28 (1) (d) and (2) of the Unfair Competition Act because it was 
not a mark previously registered in “the country of origin,’ within 


the meaning of the Unfair Competition Act. These opposing con- 
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tentions must therefore be discussed. Before proceeding to do so, 
however, I should perhaps here add that, I think, it is correct to say 
that the terms of the Convention of The Hague may be referred to 
by the court as a matter of history, in order to understand the scope 
and intent of the terms of that Convention, and under what circum- 
stances any of the provisions of the Unfair Competition Act were 
enacted, in order to give legislative effect to the same. But the terms 
of the Convention cannot, I think, be employed as a guide in con- 
struing any of such provisions so enacted, for the reason that in 
Canada a treaty or convention with a foreign state binds the subject 
of the Crown only in so far as it has been embodied in legislation 
passed into law in the ordinary way. 

I come then to a consideration of the terms of the trade-mark 
legislation under which the appellant’s mark was registered in the 
United States. In the United States there are two Public Acts relat- 
ing to the registration of trade-marks. The principal Act, the Act 


-as its title indicates—“‘the 





of 1905 so called, is one which authorizes 
registration of trade-marks used in commerce with foreign nations 
or among the several States, or with Indian Tribes, and to protect 
the same.” Section (5) of that Act provides, inter alia, that no 
mark which consists “merely in words or devices which are descrip- 
tive of the goods with which they are used, or of the character or 
quality of such goods ... . shall be registered under the terms of 
this Act.” The other Act was enacted in March, 1920, and is usually 
referred to as “the 1920 Act,” and it was under this Act that the 
appellant’s mark was registered in the United States. The purpose 
of this Act, as is stated in its title, was “to give effect to certain 
provisions of the Convention for the protection of trade-marks and 
commercial names, made and signed in the City of Buenos Aires, 
in the Argentine Republic, August 20, 1910, and for other purposes,” 
and to this Convention the United States was a signatory, but not 
Canada. The purpose of this Convention was to create a Union be- 
tween the American States for the protection of trade-marks and 
commercial names. This Convention concerning the protection of 


trade-marks attempts to institute the principle of automatic registra- 
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tion. Every mark registered in-any of the contracting countries shall 


be considered as also registered in the others, with the qualification, 


however, “without prejudice to the rights of third persons and to the 
provisions of the law of each state governing the same.”’ This broad 
reservation practically nullifies the principle of automatic registra- 
tion, since the provisions of the law of each country are not derogated 
from in any way. Section 1 (B) of the 1920 Act provides for the 
registration of marks not registrable under the 1905 Act, except 
those specified in paragraphs (a) and (b) of Section 5 of the latter 
Act. The Act of 1920 would accordingly permit of the registration 
of a mark which is descriptive of the character or quality of the 
goods with which they are to be used, while the Act of 1905 expressly 
prohibits the registration of such a mark. Rule 19, one of the Rules 
governing the registration of trade-marks under the Trade-Mark 
Acts of the United States, provides that no trade-mark will be regis- 
tered under s. (1) (b) of the 1920 Act which is registrable under the 
Act of 1905. It is not necessary that I should refer to other provi- 
sions of the 1920 Act. 

It will be seen therefore that if the appellant’s registration in the 
United States under the Act of 1920 is to be accepted as one made in 
the “country of origin,” as defined by s. (28) (1) (d) and (2) of the 
Unfair Competition Act, then, the result would be that, while the 
appellant could not register his mark in the United States under the 
Act of 1905, and it was net registrable in Canada by a national of 
Canada because if offended against s. 26 (1) (c) and (d) of the Un- 
fair Competition Act, yet, as is contended, it would be registrable 
in Canada by the appellant under the terms of s. 28 (1) (d) and (2) 
of the Act, because its mark was previously registered in a “country 
of origin” under a Convention other than that of the Convention of 
The Hague. If this contention should be a correct one then it would 
appear to reflect an anomalous and inequitable state of affairs. 

There was introduced on the hearing of the appeal, by Mr. Scott, 
the affidavit of Kennard N. Ware, a member of the bars of the Dis- 
trict of Columbia and of the State of Pennsylvania, wherein is ex- 


pressed the affiant’s opinion of the applicability of the provisions of 
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the United States Trade-Mark Act of 1920 to the matter in issue 
here. This affidavit is quite lengthy, and it is not easily or briefly 
summarized without incurring the risk of stating inaccurately the 
affiant’s expressed opinions, and disturbing the continuity of his 
reasoning in support of the conclusions of law at which he arrives. 
Therefore, it will, I think, be more satisfactory if I quote fully this 
affidavit, even though it consumes a considerable space. It is pos- 
sible that two or three paragraphs of this affidavit are hardly ad- 
missible as evidence, but that is not, I think, of any serious con- 
sequence. After stating his professional qualifications and experi- 
ence Mr. Ware proceeds to state: 

In considering the scope and effect of any Federal Trade-Mark 
Legislation in the United States, it must be borne in mind that trade- 
marks are not, in the purview of our legal system, creatures of 
statute. Substantive rights in and to trade-marks are based on the 
principles of common law—ownership is not derived from statute, 
but from priority of adoption and use. The Federal general regis- 
tration statute (Act of February 20, 1905) merely recognizes and 
records claims to ownership of common law trade-marks and fur- 
nishes a prima facie presumption of ownership and inferentially of 
validity. It also confers certain procedural advantages upon those 
who have registered their common law marks in compliance with the 
permissive provisions of that statute. 

In order to understand the scope and limitations of the Trade- 
Mark Registration Act of March 19, 1920, it is important to ap- 
preciate the circumstances under which it was passed and the objec- 
tives sought. 

The general registration act of the United States, as pointed out 
above, is the Trade-Mark Act of February 20, 1905. (A copy of 
this Act is hereto annexed and marked “Exhibit 1.”") Generally 
stated, the object of that statute was to provide a Federal Register 
for trade-marks which were of a character recognized as the subject 
of qualified ownership under the principles of common law and which 
were used in interstate and foreign commerce. Section 5 (U.S. C. 
Title 15, Section 85) has a number of provisos excluding various 


categories of alleged trade-marks including the proviso: 
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That no trade-mark which consists . ... merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods .... shall be registered under the terms 
of this Act. 

This was, of course, merely a statutory recognition of an estab- 
lished canon of the common law that a designation descriptive of the 
goods to which it is applied, is not the subject of trade-mark owner- 
ship. There is a qualified exception to the common law prohibition 
of exclusive appropriation of descriptive designations, i.e., where a 
designation intrinsically descriptive has been exclusively used in a 
trade-mark sense and the character and extent of such use has been 
sufficient to cause the originally descriptive designation to acquire a 
widely recognized “secondary” significance indicating a particular 
origin. This common law exception was, to a degree, recognized in a 
proviso of Section 5 of the Act reading: 

That nothing herein shall prevent the registration of any mark used by 
the applicant or his predecessors, or by those from whom title to the mark 
is derived, in commerce with foreign nations or among the several States 
or with Indian tribes which was in actual and exclusive use as a trade-mark 
of the applicant or his predecessors from whom he derived title, for ten 
years next preceding February twentieth, nineteen hundred and five, ete. 

The Act of 1905 thus provides a somewhat inelastic and arbitary, 
but easily applied test for determining the existence of “secondary 
meaning.” It is to be noted with reference to the general doctrine 
of “secondary meaning”’ that the courts in the United States, in de- 
termining the existence of facts which justify recognition of a quasi 
trade-mark status in a designation inherently descriptive, have been 
relatively strict. Such marks have been granted recognition only 
on the basis of an exclusive use of long duration and great 
notoriety. Even when the applicability of the “secondary meaning” 
rule has been recognized in a given case, the proprietor cannot pre- 
vent the use of the designation by a competitor when the competitor 
uses the designation in a clearly primary sense and in a manner not 
calculated to confuse a purchaser or prospective purchaser. (Thad- 
deus Davids v. Davids, 233 U. S. 461 at page 469) [4 T.-M. Rep. 
175]. 

There were several difficulties which led to the enactment of the 
Act of March 19, 1920. One was a general dissatisfaction with the 
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inelastic “ten-year clause” of the Act of 1905 referred to above. 
There were many marks of a primarily descriptive nature which 
had been in such widespread and exclusive use for sufficient time to 
give them a secondary meaning, but which had not been in use as 
early as 1895. Such marks, despite their “secondary meaning” did 
not fall within the ten-year clause and were thus not registrable. A 
secondary difficulty which led to the enactment of the Act of March 
19, 1920, was the unsatisfactory situation with respect to trade- 
marks existing in most of the Latin-American countries. ‘Trade- 
mark rights, under the legal systems of these countries, were created 
not by priority of adoption and use, but by registration under a 
statute. It appears to have been the practice in such countries to 
permit the registration of descriptive marks. A foreigner was per- 
mitted registration however only where he could show a correspond- 
ing registration in his home country. This led to wholesale piracy 
of American trade-marks because of the fact that there was no provi- 
sion for the registration of descriptive marks in this country. 

As originally proposed, the bill leading to the enactment of the 
Act of 1920, was intended to cure both of the difficulties referred to 
above. However, in the course of its progress through the houses of 
Congress, less and less emphasis was placed upon the domestic diffi- 
culty and increased emphasis upon the foreign trade difficulty. As a 
result, the bill, as it was modified and finally enacted into law, 
presents certain anomalous features to which attention will now be 
directed. 

Referring now to the text of the Act of March 19, 1920 (copy 
of which is hereto annexed and marked “Exhibit 2’’), it will be noted 
that Section 1 (b) provides for registration of certain marks not 
registrable under the Act of February 20, 1905, including marks 
which are descriptive of the quality of the goods to which they are 
applied. It is clear from the language of the Act that a primary 
object of the Act was to permit the registration of marks not there- 
tofore registrable in this country (U.S. A.) because descriptive and 
thus not true or valid trade-marks at common law. As will here- 


inafter be pointed out, the Act as construed by the courts, did not by 


610 THIRTIETH TRADE-MARK REPORTER 


granting registration of such mark, intend to affect any change in 
their domestic status—although, as pointed out above, such had been 
the original intention. 

Section 6 of the Act of 1920, adopts by reference various sec- 
tions of the Act of 1905. Among these sections are 17, 19 and 20 
which confer jurisdiction of infringement suits upon the “District 
and Territorial Courts of the United States, etc.,” and make avail- 
able relief by injunctive process and reparation by means of the 
recovery of damages and profits, ete. There is, however, no provi- 
sion in the Act which, explicitly or by reference, makes registration 
a prima facie evidence of ownership as to the case with registrations 
under the Act of 1905. Thus the Registrant under the Act of 1920 
has the right to bring suit on his registered trade-mark in United 
States District Courts and if he shows himself qualified to such 
relief, may obtain an injunction and damages, but there is no pre 
sumption whatever in his favor as to ownership and there is actually 
a negative presumption as to validity, for if a registered mark were 
inherently a proper trade-mark at common law, it could and would 
have been registered under the Act of 1905. 

The Act of 1920 has uniformly been construed by the courts as 
conferring no domestic benefits whatever, except those of a jurisdic- 
tional nature, upon registrants thereunder. The limited scope of 
registration under the Act of 1920 will be apparent from a brief 
consideration of the leading cases in which it has been judicially 
construed. An early and leading case on the subject is that of 
Charles Broadway Rouss, Inc. v. Winchester Co., reported in Volume 
300 of the Federal Reporter at page 706 [14 T.-M. Rep. 159]. The 
mark in issue was “The Winchester’ as applied to shirts. The 
designation was not a technical trade-mark because of its geo- 
graphical significance. Having been refused registration under the 
Act of 1905, it was registered under the Act of 1920. In an infringe- 
ment suit the Court of Appeals for the Second Circuit held that the 
registration was not even prima facie evidence of title. A copy of 
the pertinent portion of a long decision is attached hereto as an ap- 


pendix. 
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In Sleight Metallic Ink Co. v. Marks, 52 F. (2d) 664 ( D. C. 
Pa.) [20 T.-M. Rep. 104], the court, in dismissing the bill of com- 
plaint charging infringement of the trade-mark “Metallic’’ as ap- 
plied to ink, which was registered under the Act of 1920, said, inter 
alia: 


The first question is as to the plaintiff’s rights in the word “Metallic” as 
a technical trade-mark. It has been noted that the plaintiff was refused 
registration under the Act of 1905. The effect of registration under the 
Act of 1920 is fully considered in Charles Broadway Rouss, Inc. v. Winches- 
ter Co. (C. C. A.), 300 Fed. 706, and the conclusion reached that registra- 
tion under the Act of 1920 does not give the registrant even a prima facie 
title to the word as a trade-mark or trade-name. The statement of the 
committee, in commending passage of the bill, was that the Act would have 
no effect upon the domestic rights of any one. I accept the view of the 
scope of the Act of 1920 taken by the court in the Rouss case. This plain- 
tiff’s case, therefore, stands entirely upon the plaintiff's common law rights, 
as though there had been no registration at all. 


The Act was construed by the Supreme Court of the United 
States in the case of Armstrong Paint & Varnish Works v. Nu- 
Enamel Corp., in a decision rendered on December 5, 1938, and re- 
ported in 305 U. S. 315-336 [29 T.-M. Rep. 3]. The trade-mark in 


issue was ““Nu-enamel” as applied to enamel, varnish, etc. The 





court, after commenting upon the legislative history of the Act, held 
the registration thereunder, while it gave the right of access to 
Federal Courts, did not confer any substantive rights nor any prima 
facie evidence of title. The mark was then considered merely on a 
common law basis and the plaintiff denied relief. 

It is thus apparent that the Act of 1920 has no effect upon sub- 
stantive domestic rights and that its primary and essential function 
is to permit the registration of trade-marks regarded as invalid in 
this country for the purpose of obtaining registration primarily in 
the Latin-American countries, in which such marks which could 
otherwise be pirated regardless of any question of priority of use. It 
is clear that in passing this Act, there was no thought or intention 
of obtaining any advantage in the Dominion of Canada and, in fact, 
there was no mechanism for securing such advantage in existence at 
the time since the Act was passed prior to the Convention of The 
Hague of 1925 to which both the United States and the Dominion of 


Canada are now signatory. 
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In view of the limited scope of registrations under the Act of 
1920, it has been and is my practice to advise clients who are not 
interested in Latin-American trade to refrain from obtaining regis- 
tration under this Act of trade-marks qualified thereunder. The rea- 
son for this attitude is the fact that, in general, the procedural ad- 
vantages obtained do not compensate for the virtual concession of 
invalidity inherent in such registration. I believe that this procedure 
is common among practitioners in the field of my specialty. 

It is submitted, with diffidence as somewhat beyond your affiant’s 
presumed competence, that under subsection 2 of Section 6 of The 
Hague Convention, there is no obligation on the part of the Cana- 
dian Government to permit the registration of a mark previously 
registered in the United States under the Act of 1920 since registra- 
tion under that Act constitutes in effect an admission that the mark 
so registered is, in the language of said subsection, a mark which has 
“no distinctive character, or which consist exclusively of signs or 
indications which serve in trade to designate the kind, quality ... . 
of the goods.” 

In the writer’s opinion, the concluding paragraph of subsection 
2 raises an issue of fact which is to be determined without reference 
to registration under the Act of 1920. In other words, it appears to 
the writer that marks registered in the United States under the Act 
of 1920 fall within the exception of sub-paragraph 2 of Section 6 of 
The Hague Convention and are not entitled to registration in any 
other signatory country, unless by reason of the establishment to the 
satisfaction of the country in which application for such registration 
is made of a fact situation which brings it within the scope of the 
concluding paragraph of said subsection 2. 

Your affiant has read the affidavit submitted by Milson C. Codling 
and is of the opinion that the vague, indefinite and undocumented 
statements set forth in said affidavit fall far short of furnishing an 
adequate basis according to the standards of the courts in this coun- 


try for establishing the existence of a secondary meaning for the 


alleged trade-mark ““Tenderized.” 
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In brief, my opinion with respect to the Trade-Mark Act of 
March 19, 1920, is that it is an ill-drafted piece of legislation which 
was intended to secure two inconsistent objectives: 

(a) To permit the registration of words or designations which are 
not true technical trade-marks because they are merely descriptive or 
merely surnames or merely geographical in order to secure the right of 
registration in certain countries which permits the registration of marks of 
such character, but allows foreigners to procure such registrations only 
upon proof of such registration in the home country ; 

(b) To permit the registration of words which, though intrinsically un- 
registrable, have been used so extensively as to have acquired a secondary 
meaning, i.e., to liberalize the ten-year clause of the Act of 1905. 

That in the prosecution of the bill through Congress considera- 
tions of registrability in certain Lain-American countries were 
emphasized at the expense of the creation of new domestic rights and 
that the bill while somewhat ambiguous in its terminology, has been 
construed in the light of its legislative history to bestow practically 
no right in the domestic market. 

To use this Act as a means for procuring registration in a foreign 
country under a statute which does not permit registration of descrip- 
tive marks to its own citizenship, impresses your affiant as being be- 
yond the intended scope of the Act and utterly unwarranted. 

I have carefully considered the provisions of the 1920 Act, 
under which the appellant’s mark was registered in the United 
States, the authorities mentioned by Mr. Ware in his affidavit, and I 
have referred to other sources having reference to the same subject 
matter, and I agree with the conclusion expressed by Mr. Ware, a 
conclusion which I may say I had reached independently altogether 
of this affidavit. It is my opinion that the appellant’s registration 
in the United States is not one made in the “country of origin” as 
contemplated by s. 28 (1) (d) and (2) of the Unfair Competition 
Act, and that is, I think, of itself conclusive of the whole matter, 
that is to say, that s. 28 (1) (d) of the Act is not available to the 
appellant in support of its application for registration in Canada. 
However, lest I be found in error in reaching this conclusion, and 
because of the skilful argument advanced by Mr. Biggar in respect 


of the eligibility of the appellant’s mark for registration under the 
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remaining terms of s. 28 (1) (d) of the Act, and particularly clause 
(IV) thereof, I feel that I cannot in fairness refrain from a further 
consideration of those provisions of that section. 

Section 28 (1) (d) would appear to enact that if an applicant 
has registered a word-mark—not a design-mark—in the “country of 
origin,’ and though it be unregistrable under any previous section of 
the Act, it shall nevertheless be registrable if not barred by any 
one of the five provisos therein mentioned. Mr. Biggar argued that 
the mark in question was not one the “use’”’ of which was prohibited 
by the Act, and that contention is, I think, a correct one. Proviso 
(i) has, I think, reference to those marks the “‘use’’—not the regis- 
tration—of which is prohibited by s. 14 of the Act, though possibly 
it has reference also to s. 13. I do not think that a mark which is 
descriptive of the goods to which it is to be applied, such as in this 
case, can be said to be “calculated to deceive,” within the meaning 
of proviso (11). If the mark here is not descriptive in the sense | 
have earlier indicated, then it would convey a false description of 
the goods, and would be “calculated to deceive,’ and therefore in 
any event be unregistrable. I prefer, however, to regard the mark as 
being merely descriptive, and one not calculated to deceive. Proviso 
(iii) may be disregarded because the mark in question has not been 
shown to be in conflict with a mark already registered, and proviso 
(v) clearly does not enter into the controversy. Mr. Biggar con- 
tended that upon the facts disclosed, and the authorities, the appel- 
lant’s mark was one not “wholly without distinctive character,” and 
therefore entitled to registration. In this connection Mr. Biggar 
referred to certain provisions of the English Trade-Mark Acts, 
1905 to 1919, and certain English decisions. 

The Unfair Competition Act contains no definition of the words 
“distinctive character,’ as used in s. 28 (1) (iv). Bearing in mind 
the evident purpose of s. 28 (1) (d), those words can only mean 
that a mark otherwise unregistrable, may, in a certain state of facts 
be registrable if a case on the merits is proved sufficiently strong to 
induce the Registrar in the first instance, or the court in the event 


of an appeal, to do so. In this case it is open to the appellant to 
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show that its mark, notwithstanding it is unregistrable on account 
of being descriptive of the character or quality of the goods to which 
it is applied, has, in fact, by user become more or less completely 
identified with its goods by having been continuously used in con- 
nection therewith, and thus acquired a distinctive character; and 
this section of the Act expressly provides that the length of user, and 
all other circumstances, may be considered in deciding whether or 
not the mark has in fact acquired a distinctive character. There 
may be cases where the Registrar, or the court, might say that a 
mark cannot be distinctive solely of the applicant’s goods because it 
is merely descriptive of the goods, but the applicant may show that 
in fact the mark has become so. To overcome the statutory obstacles 
in the way of registration of such a mark, the applicant must show 
that his mark is able to conform to the conditions mentioned in the 
five provisos to s. 28 (1) (d) and particularly in this case, to the 
proviso numbered (iv) which states “that having regard to all the 
circumstances, including the length of time its use has continued, it 
cannot be said to be wholly without distinctive character.”’ Whether 
a mark has acquired a “distinctive character’ is therefore a question 
of fact, to be determined upon the merits of each individual case. 
Section 28 (1) (d) purports to create an exception, to those provi- 
sions of the Act which exclude certain marks from registration, in 
the case of marks which have been already registered in the “‘coun- 
try of origin,” in a country of the Union other than Canada; there 
would seem to be no corresponding provision for the relaxation of 
such provisions of the Act in respect of marks not aiready registered 
in a country of the Union other than Canada, and if this is correct it 
becomes all the more evident that the term “descriptive character” 
signifies something more than mere registration or use of the mark, 
or anything inherent in the mark itself. Whether the “distinctive 
character” which the applicant must establish means distinctiveness 
in Canada, or abroad, is a question which will readily occur to one. 
It would appear to me that as s. 28 (1) (d) purports to deal with 
marks already registered in a country of the Union other than 


Canada, that distinctiveness in that country would be sufficient if 
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established; however, that point was not discussed by counsel on the 
appeal, and I pronounce no definite opinion concerning the point, 
which, in any event, is unnecessary in my view of the case. 

Now, has the appellant produced evidence sufficient to establish 
the fact that its mark has acquired a distinctive character? To that 
point there is directed only the affidavit of Mr. Codling, an officer 
of the appellant company, and that is of the most general character 
indeed. It can hardly be said in fairness that this affidavit really 
attempts to show how a distinctive character has been acquired by 
the mark. On the other hand it has been shown that Dumarts Ld. 
used the mark in Canada before the appellant’s application for 
registration was made in Canada, apparently to designate the char- 
acter or quality of its goods. The mark was used in Canada by 
Canadian Packers Ld., by J. H. Schneider Ld., and by The Tobin 
Packing Co. Inc., all of whom produce and sell the same class of 
goods as the appellant, and apparently for the purpose of describing 
a character or quality of their goods. To establish that an unreg- 
istrable mark has acquired a distinctive character requires more 
evidence than that produced by the appellant, and weighing such 
evidence as there is before me, it, in my opinion, falls short of 
establishing that the appellant’s mark, by user or otherwise has ac- 
quired a distinctive character, and the onus is on the appellant in 
the case of an application for registration. The evidence would tend 
to show that the mark, in the United States and Canada, designates 
and describes a character or quality imparted to certain meat prod- 
ucts by some process or treatment. The mark describes a quality 
in meat products universally sought for and demanded by the cus- 
tomers of those vending such products. The evidence is far from 
satisfying me that the mark in question has come to denote solely the 


goods of the appellant, and on that ground alone the appeal should 
fail. 


We are concerned here with a mark which, I think, is merely 
descriptive of the character or quality of the goods to which it is 
applied or to which it is to be applied. This immediately suggests 
the question whether such a mark can ever become a distinctive mark 
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in the sense of the statute, and that may next be considered. I think it 
is obvious that the answer to that question must be in the negative, 
except it be in a very exceptional state of facts. A mark which is 
merely descriptive of the character or quality of the goods is not a 
distinctive mark because it is not used to distinguish the goods of the 
proprietor of the mark; it is used to distinguish goods having certain 
qualities from goods having other qualities, and it cannot acquire a 
secondary signification by user to denote solely the goods of any par- 
ticular trader. It would not seem proper or reasonable to grant to the 
appellant here a monopoly for the use of the word “Tenderized” 
because by some process or treatment it has made its meat products 
“tender,” or, because it produces, for example, “tender hams,” to 
the exclusion of another trader who in some manner, or by some 
treatment has imparted to his goods the same character or quality, 
and who might wish to assure his customers that his hams are 
“tender,” or that he was offering for sale “tender hams,” by stamp- 
ing thereon a word or words to indicate that fact. If both used the 
word “Tenderized” of neither trader could it be said that the mark 
was being used solely to distinguish his goods. It would be obvious 
that such a mark was being used to advertise that a particular prop- 
erty or quality was to be found in the goods of each trader, and 
therefore the mark could never become distinctive of the goods of 
either of them. For the same reason laudatory epithets used as a 
mark and applied to goods have been held to be descriptive and not 
distinctive and therefore marks which any one may use. I find this 
point very clearly and succinctly stated in Griffiths on Trade-Mark 
Law and Practice, at page 36, and I cannot do better than to quote 
the same; and it is to be remembered that the authorities mentioned, 
in the passages quoted, were decided under the English Trade- 
Marks Act, 1905, which contained a provision providing for the 
registration of “‘distinctive’’ marks in certain events, and also a 
definition of the word ‘distinctive,’ and to this I shall have occasion 
to refer later. The extract from the text book mentioned is as fol- 


lows: 
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A word which is merely a description of the goods with which it 
is associated is not a distinctive mark, because it is not adapted to 
distinguish the goods of one trader from those of other traders. 
Such a word serves only to distinguish goods having certain charac- 
teristic properties from goods having other characteristic properties, 
and cannot by any amount of exclusive use acquire the secondary 
signification of denoting the goods of a particular trader. It may 
be that, for a certain period of time, a particular trader has had a 
monopoly in the sale of the goods, either because other traders have 
not desired to trade in the goods, or by reason of the fact that the 
goods are manufactured under a secret process or protected by a 
patent, but even during the period when the goods emanated from a 
single source, the descriptive word never became indicative of origin. 
All that it indicated to the public was that the goods with which it 
was associated possessed certain definite characteristic properties. 
In the Gramophone case, in which the application was for registra- 
tion of the word “Gramophone,” Parker J. said “Taking the word 
‘Gramophone’ on its own merits and finding that it is the name of a 
particular sort of article, I cannot see that it is in itself more adapted 
to distinguish that article when made by one person from the same 
article when made by another than, for example, the word ‘Match’ 
would be adapted to distinguish the matches of one manufacturer 
from the matches of another. In itself, therefore, the word ‘Gramo- 
phone’ would be no more registrable for gramophones than the word 
‘Match’ for matches. .. .” 

The distinction between a word which is a trade-mark and a 
word which is descriptive of the goods was pointed out very clearly 
by the Court of Appeal in the Chocaroons’ case, in which the word 
“Chocaroons” was held to be descriptive of a new sweetmeat. In 
that case Warrington, L. J., said: “The question is: Is the word a 
mark used or proposed to be used upon or in connection with goods 
for the purpose of indicating that they are the goods of the pro- 
prietor of the mark, or is it rather used or proposed to be used to 


denominate a particular kind of goods, and to distinguish them from 


other goods comprised with them in a class of a more or less com- 
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prehensive nature. ‘To condescend to the facts of this case, the ques- 
tion is: Is the mark used or proposed to be used to distinguish a 
certain sweetmeat made by Williams, Ltd., from similar sweetmeats 
made by others, or is it used or proposed to be used as the name of a 
new sweetmeat invented or put on the market by Williams, Ltd., and 
to distinguish it from sweetmeats in general, or at all events from the 
other sweetmeats containing similar ingredients?” 

Mr. Biggar suggested that certain provisions of the English 
Trade-Marks Acts, 1905 to 1919, and certain decisions rendered 
thereunder, afforded support for his contention that the appellant's 
mark had acquired a distinctive character, and that s. 28 (1) (d) of 
the Unfair Competition Act was enacted for the purpose of bringing 
the Canadian statute into harmony with the English Trade-Mark 
Acts, 1905 to 1919, and to that I now turn briefly. For the moment 
[ shall refer only to the English Trade-Marks Act, 1905. In s. 9 
of the Act of 1905 the word “distinctive” is used and defined, and 
that word has been the subject of judicial decision in cases which are 
well known and often quoted. A registrable trade-mark, under s. 
9 of that Act, must contain or consist of one of the following essen- 
tial particulars: 


1. The name of a company, individual, or firm represented in a special or 
particular manner. 

2. The signature of the applicant for registration or some predecessor in 
his business. 

3. An invented word or invented words. 

4. A word or words having no direct reference to the character or 
quality of the goods, and not being according to its ordinary signification 
a geographical name or a surname. 

5. Any other distinctive mark, but a name, signature, or word or words, 
other than such as fall within the descriptions in the above paragraphs (1), 
(2), (3) and (4), shall not, except by order of the Board of Trade or the 
Court, be deemed a distinctive mark. 


The latter part of paragraph (5) was amended by the Act of 
1919 by striking out the words “except by order of the Board of 
Trade or the Court be deemed a distinctive mark,” and substituting 
therefor the words, “be registrable under the provisions of this 
paragraph, except upon evidence of its distinctiveness.’’ Section 9 
of the same Act also gives a definition of “distinctive” and this if 


found in two unnumbered paragraphs reading as follows: 
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For the purpose of this Section “distinctive” shall mean adapted 
to distinguish the goods of the proprietor of the trade-mark from 
those of other persons. 

In determining whether a trade-mark is so adapted, the tribunal 
may, in the case of a trade-mark in actual use, take into consideration 
the extent to which such user has rendered such trade-mark distinc- 
tive for the goods with respect to which it is registered or proposed 
to be registered. 

The latter paragraph plainly suggests that some proof is required 
of distinctiveness in the case of a mark that has been in use and 
which is registered or proposed to be registered, and the extent of 
the user is to be considered in determining if a mark is “distinctive.” 
This paragraph expresses much the same idea as s. 28 (1) (d) (iv) 
of our own Act, and for much the same purpose. 

In 1909, the English Court of Appeal had, for the first time, to 
consider the meaning and effect of s. 9 of the Trade-Mark Act of 
1905, and particularly paragraph (5) thereof, in three well-known 
cases. These three cases are to be found reported in Volume 26 of 
the Reports of Patent Cases at page 437, et seq., the judgments 
rendered therein being found in the same volume at page 854 and 
following pages. The judgments rendered in these cases are so 
well known, and so often quoted, that I propose only to mention the 
principal points actually decided. In the “Orlwoola Case,” the 
word “Orlwoola” was held not to be a distinctive mark for woolen 
goods, because it was the equivalent of the words “All Wool,” and 
therefore descriptive of the goods. It was said if the goods were not 
wholly made of wool it would constitute a misdescription which was 
so certain to deceive that its use could hardly be otherwise than 
fraudulent. In the “Perfection Case,” the word “Perfection” was 


refused registration as a “distinctive” mark for soap, because, 


whether used as a noun or adjectively, it was a mere laudatory 
epithet, commendatory of the goods with which it was associated, 
and that class of words could not have a secondary or distinctive 
meaning as indicating only the goods of the applicant. It was con- 


sidered wrong by the court to allow any man a monopoly of or- 
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dinary words, descriptive or laudatory of the quality of the goods. 
The word “Tenderized” may be considered as merely a laudatory 
epithet commending the meat products of the appellant, because 
possessing a certain property or quality. In the third case the words 
“California Syrup of Figs,” used in respect of a widely known pro- 
prietary medicine, were allowed to proceed to registration on the 
ground that the evidence was considered ample to establish a prima 
facie case of those words being identified by long user with the goods 
of the applicant, and as being distinctive. From these cases it will 
be observed that whether a mark had acquired distinctiveness was 
one largely of fact. 

Under the English Trade-Marks Act, 1905, as amended in 1919, 
registrable marks are of two classes, the Act of 1919 divided the 
register into two parts, A and B, and created a new class of regis- 
trable trade-marks. One class is registrable under the Act of 1905, 
in Part A of the register, and comprises marks that are “‘adapted to 
distinguish” the goods of the proprietor of the trade-mark from those 
of other persons. The other class is registrable under the Act of 
1919, in Part B of the register, and comprises marks that are 
“capable of distinguishing” the goods of the applicant. It would 
seem that the former class refers to cases where the mark has been 
in use, while in the latter case it is marks that have not been used and 
for which registration is applied for. It would seem also to be 
fairly well settled that marks applied for registration in Part A 
have to pass a stricter test as regards distinctiveness than those ap- 
plied for registration in Part B, that is to say, a mark which is regis- 
trable in Part B may have a lesser degree of distinctiveness than 
that necessary for registration in Part A. Then, at least two years’ 
user of the mark prior to the date of application is essential for reg- 
istration in Part B, though not for registration in Part A. 

It has been held that registration in Part B may be refused by 
the Registrar where the mark, though it has acquired distinctiveness 
by user, is of such a character that the effect of registration would 


be seriously to interfere with the legitimate rights of other traders. 
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I was referred to two cases in which application was made for 
registration in Part B of the register, namely, Davis et al. v. Sussex 
Rubber Co. Ld.,' and Bale and Church Ld. v. Sutton Parsons.” I 
do not think that these cases are of any assistance here because 
they involve considerations of statutory provisions different from 
those found in the Unfair Competition Act; the actions were for 
infringement and passing off, not for applications to register marks, 
and the marks of the respective plaintiffs were registered in Part B 
of the register; and generally these cases had to do with a state of 
facts entirely different from anything appearing in the case under 
discussion. I do not think therefore that the cases mentioned call 
for further discussion. 

In the result, it is my opinion that the Registrar was right in 
refusing registration of the appellant’s mark. In the first place, 
it is not a mark that was already registered as a trade-mark in “the 
country of origin,” within the meaning of s. 28 (1) (d) of the Unfair 
Competition Act, and that provision of the statute is not therefore 
available to the appellant. Then, the mark is either descriptive or 
misdescriptive of the goods with which it is proposed to use the mark 
and in either event is unregistrable, and further, the mark has not 
been shown to have acquired any distinctive character. And finally, 
the mark is one merely descriptive of the goods and cannot become 
adapted to distinguish solely the goods of the appellant. The appeal 
must therefore be dismissed. 

There are circumstances connected with the application to regis- 
ter here which probably would warrant me in dismissing the appeal 
with costs, but as the appeal involves some questions which for the 
first time arise for decision, I think I would be justified in declining 
to make any order as to costs. I do not, however, intend that this 


shall in any way be regarded as a precedent which I would follow 


in any other case. Judgment accordingly. 


1 (1927) 44 R.P.C. p. 412. 
2 (1934) 51 R.P.C. p. 129. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of William H. Duncan to an ap- 
plication filed by Daisy D. Dpncan and assigned to Ozon Chemical 
Company for registration of the notation “Duncan’s Ozon” as a 
rade-mark for an antiseptic dressing described in the application as 
“medicines for rheumatism, backache, Kidney and bladder trouble, 
toothache, salivation, cuts, bruises, sore throat, coughs, hay fever, 
burns, itch, tetter, ringworm, poison oak, insect bites, sores, swell- 
ings, and insecticides.” 

In his decision the Assistant Commissioner said: 


The same mark for the same goods was registered to Duncan Chemical 
Company in 1923, and each of the parties to this proceeding claims to have 
succeeded to the rights of that concern. I doubt that either party has estab- 
lished such claim. Certainly, applicant has not; and in the view I take 
of the case, opposer’s asserted relationship with the registrant becomes im- 
material. 

It clearly appears from the evidence, and is not disputed by counsel 
for applicant, that opposer’s own use of the mark preceded applicant’s use. 
Counsel urges, however, that opposer abandoned the mark “long before 
applicant entered the field and long before this opposition proceeding was 
filed;” thus stating the only issue that need be determined. 

It appears that in 1937, for reasons that are of no consequence here, 
opposer ceased to use the word “Ozon” on his product in interstate com- 
merce, thereafter selling the same preparation under the name “Exone.” 
In his home state of Missouri, however, sales were continued under the old 
mark; and interstate use of a trade-mark is not a prerequisite to its owner- 
ship. Ostermoor & Co., Inc. v. International Bedding Co., 57 App. D. C. 
114,18 F. (2d) 156 [17 T.-M. Rep. 135]; Macaulay v. Malt-Diastase Co., 55 
App. D. C. 277, 4 F. (2d) 944 [15 T.-M. Rep. 253]. 

There is some evidence indicating that opposer at one time intended to 
ibandon the “Ozon” mark, but I am clearly of the opinion that actual 
ibandonment has not been proved.} 


Color 


Frazer, A. C.: Held that The Union Fork & Hoe Company is 
not entitled to register, as a trade-mark for shovels and spades, the 
mark described in the application as follows: 


‘William H. Dunean vy. Daisy D. Duncan (Ozon Chemical Company, 
\ssignee, Substituted), Opp’n No. 18,010, 163 M. D. 583, August 23, 1940. 
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The mark comprises a median longitudinally yellow or golden stripe ex- 
tending the full length of the front face of the blade, with a red handle and 
black blade. 

After observing that the Examiner was willing to register th 
stripe as described but held that the red handle and black blade wer 
devoid of trade-mark significance, the Assistant Commissioner quoted 
from the decision of the Court of Customs and Patent Appeals in th« 
case of In re Security Engineering Co., Inc., 46 U.S. P. Q. 219, as 
follows: 

We agree with the tribunals of the Patent Office that since appellant is 
depending upon color which has been painted upon the surface of the artick 


sold without the formation of any particular design, it could not serve 
trade-mark purpose and therefore is not registrable. 


He then said: 


So in the instant case, except for the yellow or golden stripe, applicant’s 
use of color is not restricted to any particular design, but is defined merely 


by the configuration of the articles to which it is applied. I am therefore 


of the opinion that the mark as described was properly denied registration. 


Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter 
ferences sustaining the petition of Hoover Hosiery Company to 
cancel trade-mark registration No. 355,604, issued March 22, 1938, 
to Town Hosiery Co., Ine. 

Observing that respondent’s mark is the notation “Go to Town, 
in association with a design, the word “Town” being displayed in 
much larger type than the other words and thus clearly dominating 
the mark, that the mark relied upon by petitioner is the word 
“Townwear,” that both marks are registered for hosiery, and that 
petitioner's registration antedates respondent’s first use, the As 
sistant Commissioner said: 

The Examiner of Interferences was of the opinion “that the resem 
blances in the marks in issue outweigh the differences,” and “that their con 


current use upon the same kind of goods would be reasonably likely to 
cause confusion.” A careful review of the record has convinced me that th« 
Examiner was right. 

Counsel for respondent points out that respondent’s mark comprises 
features additional to the word “Town,” and very properly insists that 


2 Ex parte The Union Fork & Hoe Company, Ser. No. 393,400, 163 M.D. 
580, August 19, 1940. 
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respondent’s mark and petitioner's must be compared in their entireties. 
Chere is no impropriety, however, in weighing similarities against differ- 
ences, as was done by the Examiner; and I think the prominence in each of 
the word “Town” is alone sufficient to render the marks as a whole confus- 
ingly similar when applied to identical merchandise of the character here 
involved. 

Counsel stresses the fact that no actual confusion has been proved, but it 
is well established that such proof is not essential in a proceeding of this 
nature. If confusion appears likely to occur, nothing more is required.* 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Steelcote Manufacturing Com- 
pany to the application of Louis H. Friedman for registration of 
the notation “Stacoat” as a trade-mark for paints, varnishes and 
( namels. 

The Assistant Commissioner pointed out that the mark upon 
which the opposition is predicated is the notation “Steelcote,” in 
association with a design and certain disclaimed descriptive matter, 
that both marks are appropriated to paints, varnishes and enamels, 
that applicant’s mark has been used since October 15, 1936, and that 
opposer's mark was registered November 5, 1935, so that the only 
question for determination was whether or not the two marks as 
applied to identical merchandise of the character indicated are so 
nearly similar as to be likely to confuse the public or to deceive pur- 
chasers. 

He then said: 

\pplicant insists that the word “Steelcote” of opposer’s mark is descrip- 
tive, and that the mark is dominated by the design. This word, however, 
is an undisclaimed feature of the mark as registered; and it is now too well 
established to require the citation of authorities that the validity of an op- 
poser’s registered trade-mark is not open to question in a proceeding of this 
character. And while the design of the instant mark lends distinction in ap- 
pearance, it seems manifest that opposer’s product is likely to be known and 
called for merely as “Steelcote” paint, just as applicant’s product is neces- 
sarily known and called for as “Stacoat” paint. So used I think there is at 
least a reasonable likelihood of confusion between these two words. They 
differ in significance, and to a lesser degree in appearance. In sound, how- 


ever, they are so nearly similar as to render the marks as a whole con- 
fusingly so.4 


Hoover Hosiery Company v. Town Hosiery Co., Inc., Cane. No. 3471, 
163 M. D. 571, August 8, 1940. 

*Steelcote Manufacturing Company v. Louis H. Friedman, Opp’n No. 
18,370, 163 M. D. 573, August 14, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of The American Products Com- 
pany and The Zanol Products Company to an application filed by 
The Eusey Co., and assigned to Coffee Products of America, Inc., 
Ltd. for registration of a mark comprising essentially the word 
“Zeno” as a trade-mark for goods described as “‘a preparation for 
use as a bath scent and water softener and also having incidental 
cleansing properties.” 

Observing that opposers relied upon alleged prior use, by them- 
selves and their predecessors, of the word “Zanol” for a variety of 
products, and pleaded several registrations of this mark, the As- 


sistant Commissioner said: 


In so far as the opposition is concerned these registrations must be dis- 
regarded, because neither of the opposers has satisfactorily established own- 
ership in any of them covering goods of the same descriptive properties as 
those here in issue. It appears, however, that The Zanol Products Company 
has actually sold numerous items under this mark, since a date preceding 
applicant's first use of the mark here sought to be registered; and that sev- 
eral such items are of the same descriptive properties as the goods with 
which applicant’s mark is used. The one most nearly related, and the only 
one that need be considered, is described on the label as “concentrated bath 
salts,” and is said to “make the bath water soft, invigorating and wonder- 
fully cleansing.” To all intents and purposes it seems obvious that this 
product and applicant’s are substantially identical. 

That the two marks “Zanol” and “Zeno” are confusingly similar when 
applied to merchandise of the same descriptive properties was judically de- 
termined in the case of The American Products Co. v. Leonard, 19 C. C. 
P. A. 742, 53 F. (2d) 894 [22 T.-M. Rep. 64]. That ruling is, of course, 
controlling here; but even were the question one of first impression, my 
own conclusion would be the same as that reached by the Court of Customs 
and Patent Appeals in the cited case. 

Applicant argues that the opposing parties are improperly j.ined, and 
insists that the opposition should be dismissed on that ground. Unques- 
tionably there is a misjoinder. The Zanol Products Company is a wholly 
owned subsidiary of The American Products Company; but two corpora- 
tions are nevertheless separate legal entities, and the use by one of a trade- 
mark does not inure to the benefit of the other. The Zanol Products Com- 
pany would be damaged by the registration of applicant’s mark, but it does 
not follow that The American Products Company would also be damaged. 
Upon the record here presented I am convinced that it would nof, and 
that if it were the sole opposer the opposition would necessarily fail, 
because it has established no interest in the mark on which it relies. In a 
court of equity, under the old rules, a misjoinder of this character would 
doubtless have resulted in dismissal of the bill as against both plaintiffs. 

“No persons can unite as complainants in a bill in equity unless they 
have a joint or common interest in obtaining the same relief. Thus, if 
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one of them has no interest in the relief claimed, the bill is demurrable.” 
1 Foster Federal Practice 783. 

In an opposition proceeding, however, this rule is not strictly applicable, 
because the ultimate issue to be decided is whether or not the opposed regis- 
tration should be granted, and that question may be determined regardless 
of defects in the notice. Of the cases in which this principle has been recog- 
nized by the Court of Customs and Patent Appeals, the one most nearly in 
point is Collins & Aikman Corporation v. Sanford Mills et al., 26 C. C. P. A. 
852, 101 F. (2d) 531. In that case, as here, a holding company and its sub- 
sidiary were misjoined as opposers; but in view of the fact that the ap- 
plicant’s mark had properly been refused registration because descriptive, 
the court held in effect that the misjoinder was immaterial. 

The statute prohibits registration of “trade-marks . . . . which so nearly 
resemble a .... known trade-mark owned and in use by another and ap- 
propriated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers.” The record discloses that as between the parties to this proceed- 
ing The Zanol Products Company owns and uses a mark so simulated by 
applicant’s mark. It follows that applicant’s mark must be denied regis- 
tration in any event, and it would seem to make little difference to applicant 
whether the opposition is sustained or dismissed. Under these circum- 
stances, while I think the joining of unnecessary or improper parties should 
be discouraged, I am not inclined to reverse the Examiner’s action in sus- 
taining the opposition. 

As above noted, there are in the record several registrations of the trade- 
mark “Zanol’’ which do not appear to be owned by either of the opposers. 
Only two of these are for goods possessing the same descriptive properties 
as those of applicant, one of which has expired. The other is No. 136,540, 
issued November 2, 1920, to The Mills Brothers Company, for toilet soap, 
shaving soap, shaving cream for use before shaving, and shampoo soap. In 
my opinion this registration regardless of ownership, is an additional bar 
to the registration of applicant’s mark, and I so hold. 

One other point requires brief consideration. It appears that in 1936 
a complaint was issued against the opposers by the Federal Trade Commis- 
sion, charging them with certain acts of unfair competition, which charges 
were admitted; and that in 1939, after the commencement of the instant 
proceeding, a cease and desist order against opposers was issued by the 
Commission. Applicant thus argues that neither opposer has any stand- 
ing to maintain this proceeding, because, as stated in its brief on appeal: 

“Under the doctrine of ‘unclean hands, the opposers, having admitted 
the allegations in the Federal Trade Commission complaint that they have 
been guilty of false and misleading statements and representations, having 
the tendency and capacity to, and do, mislead and deceive members of the 
public, in connection with the advertising and sale of their products, are not 
entitled to any equitable relief. On this ground alone, the notice of opposi- 
tion should be dismissed.” 

It does not appear, however, that a fraudulent use of the “Zanol” trade- 
mark was involved; and I agree with the Examiner of Interferences “that 
the misrepresentations referred to are not material in this proceeding.”® 


° The American Products Company and The Zanol Products Company v. 
The Eusey Co. (Coffee Products of America, Inc., Ltd., Assignee, Substi- 
tuted), Opp’n No. 18,143, 163 M. D. 576, August 19, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Charles Karr Company to the 
application of The No-Sag Spring Company for registration of the 
notation “Sunanair” as a trade-mark for a combination mattress 
and bed spring unit. 


Pointing out that opposer is the owner of the trade-mark “‘Spring- 


Air,” registered for padded mattresses, pillows, and cushions many 


years before applicant’s first use of the mark sought to be registered, 
the Assistant Commission said: 


Manifestly, these goods and applicant’s are of the same descriptive prop- 
erties; so that the only question for determination is whether or not the two 
marks, as applied to such goods, are so nearly similar as to be likely to 
confuse the public or to deceive purchasers. 

When spoken, at least, “Sunanair” is an obvious contraction of the 
phrase “sun and air,” and I think that is likewise the meaning it is intended 
to convey when printed. So understood, the idea suggested by applicant’s 
mark is very nearly the same as that suggested by one interpretation of the 
expression “spring air.” It is true, as pointed out in applicant’s brief, that 
in the case of Charles Karr Company v. The Stearns & Foster Co., 496 O. G. 
1126, 39 U. S. P. Q. 291, I expressed the opinion that as applied to mattresses 
the word “spring” would be likely to connote elasticity or resiliency. In 
association with the word “air,” however, that is not necessarily true. The 
combination might well be taken to refer to the air of springtime, and thus 
to suggest freshness or cleanness, which are qualities that would also be 
suggested by the expression “sun and air.” 

The two marks differ considerably in appearance and in sound, but in 
significance I think they are too nearly similar to be concurrently used with 
the particular goods here involved without a reasonable likelihood of confu- 


sion. The question is a close one, but any doubt in that regard must be 
resolved in opposer’s favor. 


He then added: 


Applicant insists that opposer’s mark as a whole is merely descriptive of 
opposer’s mattress. However, the mark is registered under the provisions 
of the Act of February 20, 1905, and its validity may not be questioned in 
a proceeding of this character.® 


6 Charles Karr Company v. The No-Sag Spring Company, Opp’n No. 
18,428, 163 M. D. 582, August 23, 1940. 











